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Claim Rejections - 35 USC§103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-7, 9-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Forstrom et al. (U.S. Patent No. 4,169,124) in view of Cummings et al. (U.S. Patent No. 
4,744,951). 

As to claims 1-7, 9, and 10, Forstrom et al. discloses a method of hydrogen peroxide 
sterilization wherein a small amount of dilute hydrogen peroxide 12 is introduced into a chamber 
1, along with an article 9,10 to be sterilized, and the hydrogen peroxide then vaporized to 
sterilize the article. Vaporization occurs when the chamber is evacuated through diffusion 
restriction 5. See col.4, lines 4-25; Figure 1 and 2. Forstrom et al. does not teach selectively 
drawing water vapor from the chamber to increase a ratio of hydrogen peroxide to water in the 
chamber. 

Cummings et al. teaches a method of sterilizing wherein an article is placed into a 
sterilizing chamber 22, the chamber is evacuated (dried), a dilute (0.05-5%) aqueous solution of 
H2O2 is introduced into an enclosure 10 having a diffusion restriction 20 in fluid conmiunication 
with the chamber 22 and vaporized. Thereafter, water vapor is drawn off through port 14 to 
increase the ratio of H2O2 to water and the H2O2 is subsequently furnished to the article within 
evacuated chamber 22 for sterilization. See Figure and col.3, lines 29-55. Cummings et al. 
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discloses that "conditions within the chamber" are controlled to cause the preferential 
vaporization of water from the solution. As shown in the Examples, the pressure and 
temperature are controlled to achieve this preferential vaporization. Cummings et al. discloses a 
preferred final concentration of hydrogen peroxide (50-80%), which encompasses the claimed 
ratios. 

It would have been obvious to one of ordinary skill in the art to preferentially remove the 
water vapor from the generated vapor of Forstrom et al. since Cummings et al. teaches that doing 
so yields a higher peroxide concentration and thus, an improved sterilization efficacy. See 
Examples 3-5. 

With respect to claims 1 1-19, it is known to those in the art that vaporization of a 
component of a solution occurs when the vapor pressure of the component exceeds that its 
surroundings. This vaporization can be achieved by increasing the vapor pressure of the 
component through two means: heating the solution to increase the vapor pressure thereof or 
lowering the surrounding pressure. (See for example Forstrom et al. which teaches imposing a 
vacuxmi on the chamber in combination with heat to promote vaporization of the solution.) 
Thus, it would have been obvious to control both of these parameters in any desired combination 
or order in order to control vaporization of the water from the solution and to achieve the desired 
final concentration of hydrogen peroxide, as taught by Cummings et al.. 
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3. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Forstrom et al. in 
view of Cummings et al. as applied to claim 18 above, and further in view of Spencer et al. (U.S. 
Patent No. 5,656,238). 

Forstrom et al. discloses imposing a vacuum on the chamber in order to dry the chamber 
but does not teach applying energy thereto. Spencer et al. teaches that the application of a 
plasma during an initial evacuation step promotes drying of the chamber and allows a desired 
pressure to be attained more quickly than without the plasma. See Abstract. For these reasons, it 
would have been obvious to apply energy during the drying step of the combination supra. 



Double Patenting 

4. A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co,, 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceHng or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

5. Claims 1-20 are rejected under 35 U.S.C. 101 as claiming the same invention as that of 
claims 1-20 of prior U.S. Patent No. 6,656,425 (cited on the IDS of 26 January 2004). This is a 



double patenting rejection. 
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Information Disclosure Statement 

6. The German document on the information disclosure statement filed 26 January 2004 has 
been considered in view of the Abstract filed 2 May 2006. 

Terminal Disclaimer 

7. The terminal disclaimers filed on 2 May 2006 disclaiming the terminal portion of any 
patent granted on this apphcation which would extend beyond the expiration date of 6,325,972 
and 6,627,150 have been reviewed and is accepted. The terminal disclaimer has been recorded. 

Conclusion 

8. Any inquiry concerning this communication or earlier commxmications fi-om the 
examiner should be directed to Leigh McKane whose telephone number is 571-272-1275. The 
examiner can normally be reached on Monday- Wednesday (5:30 am-3:00 pm). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Gladys Corcoran can be reached on 571-272-1214. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained fi*om the Patent 
Apphcation Information Retrieval (PAIR) system. Status information for published applications 
may be obtained fi-om either Private PAIR or Public PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Leigh/ McKane 
Primary Examiner 
Art Unit 1744 
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12 July 2006 



